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Art Unit; 2761 



DETAILED ACTION 



This first Office Action is responsive to application 09/002,276 filed December 31, 1997. 
Claims 1-48 are presented for examination on their merits. 



1. The following is a statement of reasons for the indication of allowable subject matter: 
claims 13-14, 28-29, 43-44, and 47 appear to contain allowable subject matter because the prior 
art of record fails to disclose a method for billing customers for requested products comprising 
the steps, performed by a processor, of: determining whether codes identify a selected bundle of 
products from at least two providers; computing any discount based on the result of the 
determination; computing taxes for each of the products; and generating a bill including the 
usage data in the specified format, and reflecting the computed discount and taxes; a billing 
controller for billing customers for requested products comprising: a component configured to 
determine whether codes identify a selected bundle of products from at least two providers; 
means for computing any discount based on the result of the determination, and the taxes for 
each of the products; and a generator configured to generate a bill including the usage data in 
the specified format, and reflecting the computed discount and taxes; a computer program 
product comprising a computer usable medium having computable readable code embodied 



Allowable Subject Matter 
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therein for billing customers for requested products, the computer usable medium comprising: a 
module configured to determine whether codes identify a selected bundle of products from at 
least two providers; a computing module configured to compute any discount based on the result 
of the determination and taxes for each of the products; and a generating module configured to 
generate a bill including the usage data in the specified format, and reflecting the computed 
discount and taxes; and a data processing system for billing customers for requested products, 
comprising: a central controller, connected to the usage gateway controller, configured to 
determine whether codes identify a selected bundle of products from at least two providers; 
compute any discount based on the remit of the determination; compute taxes for each of the 
products; and generate a bill including the usage data in the specified format and reflecting the 
computed discount and taxes. 

Dependent claims 15-16, 30-31, 45-46, and 48 appear allowable for being dependent upon 
an allowable base claim. 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(e) the invention was described in a patent granted on an application for patent by another filed in the United States before 
the invention thereof by the applicant for patent, or on an international application by another who has fulfilled the 
requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention thereof by the applicant for 



Claim Rejections - 35 USC § 102 
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3. Claims 1,17, and 32 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent No. 5,909,492 to Payne et al 

As to claim 1, Payne discloses a method for processing requests for products (request for 
purchasing a product; col. 1, lines 57-58) comprising the steps, performed by a processor, of: 

receiving a request identifying a customer and indicating one of a plurality of providers 
for a selected product (request transmitted to merchant computer wherein the user, i.e. customer, 
is identified through the access message authenticator and further wherein indication of one of a 
plurality of providers is made through selection of one of the plurality of products, digital 
advertisements of which are transmitted to the user; col.l, line 51 - col.3, line 56); 

converting a portion of the received request into a provisioning request based on the 
selected product (access message; col.l, line 62+); and 

providing the provisioning request to the provider (sending access message, which 
contains request therein, to merchant computer; col.l, lines 64-65). 

As to claim 17, Payne discloses a billing controller for processing requests for products 
(payment computer [16]; col.l, line 54+; col. 5, line 5+) comprising: 

a receiver configured to receive a request identifying a customer and indicating one of a 
plurality of providers for a selected product (request transmitted to merchant computer wherein 
the user, i.e. customer, is identified through the access message authenticator and further wherein 
indication of one of a plurality of providers is made through selection of one of the plurality of 
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products, digital advertisements of which are transmitted to the user; coll, line 51 - col. 3, line 



a converter configured to convert a portion of the received request into a provisioning 
request based on the selected product (access message; col. 1, line 62+); and 

a component configured to provide the provisioning request to the provider (sending 
access message, which contains request therein, to merchant computer; col.l, lines 64-65). 

As to claim 32, Payne discloses a computer program product comprising a computer 
usable medium having computable readable code embodied therein for processing requests for 
products (computer network based sales system; col.l, lines 51-52), the computer usable medium 
comprising: 

a receiving module configured to receive a request identifying a customer and indicating 
one of a plurality of providers for a selected product (request transmitted to merchant computer 
wherein the user, i.e. customer, is identified through the access message authenticator and further 
wherein indication of one of a plurality of providers is made through selection of one of the 
plurality of products, digital advertisements of which are transmitted to the user; col. 1, line 51 - 
col. 3, line 56); 

a converting module configured to convert a portion of the received request into a 
provisioning request based on the selected product (access message; col. 1, line 62+); and 



56); 
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a provisioning module configured to provide the provisioning request to the provider 
(sending access message, which contains request therein, to merchant computer; col.l, lines 64- 
65). 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless ~ 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in 
this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1-6, 17-21, and 32-36 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent No. 4,799, 1 56 to Shavit et ah 

As to claim 1, Shavit discloses a method for processing requests for products (processing 
of business transactions; col. 1, lines 1-12) comprising the steps, performed by a processor, of: 

receiving a request identifying a customer and indicating one of a plurality of providers 
for a selected product (user profile is extracted from the data base upon initial access, leading to 
authorization of service request which evolves to a RFQ; col. 10, lines 1-30; col. 12, lines 54-60; 
multiple sources available to shop for goods; col.6, lines 39-41); 
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converting a portion of the received request into a provisioning request based on the 
selected product (converting an RFQ to an order, either as is or with modification; col. 13, lines 
62-63); and 

providing the provisioning request to the provider (transmitting order to distributor via 
authorization inquiry; col. 14, lines 1-4; computer communication to distributor; col. 14, line 64 - 
col. 15, line 17). 

As to claim 2, Shavit discloses the method of claim 1, wherein the converting step 
includes the substeps of accessing a format database for stored format information of the 
provider; and using the format information to convert the portion of the received request into the 
provisioning request (proprietary format; col. 15, lines 33-35; translate content of transactions; 
col. 15, lines 7-1 1). 

As to claim 3, Shavit discloses the method of claim 7, wherein the step of providing the 
provisioning request to the provider includes the substep of storing information from the 
received request as a customer record (transactions stored; col. 1 1, lines 22-24; claim 28; col. 39, 
line 25). 
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As to claim 4, Shavit discloses the method of claim 7, wherein the step of providing the 
provisioning request to the provider includes the substep of determining a means for providing 
the provisioning request to the provider (choice available between on-line and manual transaction; 
col. 15, lines 45-60). 

As to claim 5, Shavit discloses the method of claim 1, wherein the step of providing the 
provisioning request to the provider includes the substep of electronically transmitting the 
provisioning request to the provider (computer communication to distributor; col. 14, line 64 - 
col. 15, line 17). 

As to claim 6, Shavit discloses the method of claim 7, wherein the step of providing the 
provisioning request to the provider includes the substep of physically delivering the 
provisioning request to the provider (manual intercept; col. 15, lines 48-51). 

As to claim 17, Shavit discloses a billing controller for processing requests for products 
(interactive market management system [50]; col. 5, lines 17-18+; claim 1; col. 37, lines 34-48) 
comprising: 

a receiver configured to receive a request identifying a customer and indicating one of a 
plurality of providers for a selected product (user profile is extracted from the data base upon 
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initial access, leading to authorization of service request which evolves to a RFQ; col. 10, lines 1- 
30; col. 12, lines 54-60; multiple sources available to shop for goods; col.6, lines 39-41); 

a converter configured to convert a portion of the received request into a provisioning 
request based on the selected product ((converting an RFQ to an order, either as is or with 
modification; col. 13, lines 62-63); and 

a component configured to provide the provisioning request to the provider (transmitting 
order to distributor via authorization inquiry; col. 14, lines 1-4; computer communication to 
distributor; coL14, line 64 - col. 15, line 17). 

As to claim 18, Shavit discloses the billing controller of claim 17, wherein the converter 
includes a component configured to access a format database for stored format information of 
the provider and use the format information to convert the portion of the received request into 
the provisioning request (proprietary format; col. 15, lines 33-35; translate content of transactions; 
col. 15, lines 7-11). 

As to claim 19, Shavit discloses the billing controller of claim 17, wherein the component 
configured to provide the provisioning request to the provider includes storage configured to 
store information from the received request as a customer record (transactions stored; col. 11, 
lines 22-24; claim 28; col.39, line 25). 
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As to claim 20, Shavit discloses the billing controller of claim 17, wherein the component 
configured to provide the provisioning request to the provider includes means for determining a 
means for providing the provisioning request to the provider (choice available between on-line 
and manual transaction; col. 15, lines 45-60). 

As to claim 21, Shavit discloses the billing controller of claim 17, wherein the component 
configured to provide the provisioning request to the provider includes a transmitter configured 
to electronically transmit the provisioning request to the provider (computer communication to 
distributor; col. 14, line 64 - col. 15, line 17). 

As to claim 32, Shavit discloses a computer program product comprising a computer 
usable medium having computable readable code embodied therein for processing requests for 
products (interactive market management system [50]; col.5, lines 17-18+; claim 1; col.37, lines 
34-48), the computer usable medium comprising: 

a receiving module configured to receive a request identifying a customer and indicating 
one of a plurality of providers for a selected product (user profile is extracted from the data base 
upon initial access, leading to authorization of service request which evolves to a RFQ; col. 10, 
lines 1-30; col. 12, lines 54-60; multiple sources available to shop for goods; col.6, lines 39-41); 



Application/Control Number: 09/002,276 Page 1 1 

Art Unit: 2761 

a converting module configured to convert a portion of the received request into a 
provisioning request based on the selected product ((converting an RFQ to an order, either as is 
or with modification; col. 13, lines 62-63); and 

a provisioning module configured to provide the provisioning request to the provider 
(transmitting order to distributor via authorization inquiry; col. 14, lines 1-4; computer 
communication to distributor; col. 14, line 64 - col. 15, line 17). 

As to claim 33, Shavit discloses the computer program product of claim 32, wherein the 
converting module includes a module configured to access a format database for stored format 
information of the provider; and a module configured to use the format information to convert 
the portion of the received request into the provisioning request (proprietary format; col. 15, lines 
33-35; translate content of transactions; col. 15, lines 7-11). 



As to claim 34, Shavit discloses the computer program product of claim 32, wherein the 
provisioning module includes a storing module configured to store information from the received 
request as a customer record (transactions stored; col. 1 1, lines 22-24; claim 28; col.39, line 25). 
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As to claim 35, Shavit discloses the computer program product of claim 32, wherein 
provisioning module includes a module configured to determine a means for providing the 
provisioning request to the provider (choice available between on-line and manual transaction; 
col. 15, lines 45-60). 

As to claim 36, Shavit discloses the computer program product of claim 32, wherein the 
provisioning module includes a modide configured to electronically transmit the provisioning 
request to the provider (computer communication to distributor; col. 14, line 64 - col. 15, line 17). 



Claim Rejections - 35 USC §103 
6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



7. Claims 7-12, 22-27, and 37-42 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 4,799, 1 56 to Shavit et al 
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As to claim 7, Shavit discloses a method for processing requests for products (processing 
of business transactions; col. 1, lines 1-12); receiving a request identifying a customer (user 
profile is extracted from the data base upon initial access, leading to authorization of service 
request which evolves to a RFQ; col. 10, lines 1-30; col. 12, lines 54-60); converting portions of 
the received request into provisioning requests (converting an RFQ to an order, either as is or 
with modification; col. 13, lines 62-63); and providing the provisioning request to the provider 
(transmitting order to distributor via authorization inquiry; col. 14, lines 1-4; computer 
communication to distributor; col. 14, line 64 - col. 15, line 17). However, Shavit does not 
explicitly disclose a bundle code indicating a plurality of providers for selected products; and 
converting portions of the received request into provisioning requests based on the code. Shavit 
does disclose use of a code name for selected services (col. 10, line 62). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to use the code 
name taught by Shavit as a representation of a plurality of providers such that the request includes 
a bundle code indicating a plurality of providers for selected products; and converting portions 
of the received request into provisioning requests based on the code. This is obvious because the 
language of Shavit at col. 10, lines 61-65, states that the user may further include the selected 
service provider along with the branch to the selected service, which implies that a plurality of 
service providers are available to the user unless a specific one is designated. This plurality of 
service providers, therefore, is available through the code name for the selected service and thus 
meets the limitation of the Applicant's claim recitation directed to a bundle code and use thereof. 



# 
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As to claim 8, Shavit discloses the method of claim 7, wherein the converting step 
includes the substep of deciphering the bundle code to identify the plurality of providers for the 
selected products (col: 10, line 61-65). Deciphering the code name to ascertain the selected 
service, and the plurality of providers contained therein, is an obvious function of using a code 
value because the information that the code value represents will have to be extracted in order to 
be utilized. 

As to claim 9, Shavit discloses the method of claim 7, wherein the step of providing the 
provisioning request to the provider includes the substep of storing information from the 
received request as a customer record (transactions stored; col. 11, lines 22-24; claim 28; col.39, 
line 25). 

As to claim 10, Shavit discloses the method of claim 7, wherein the step of providing the 
provisioning requests to the providers includes the substep of determining a means for providing 
each of the provisioning requests to the providers (choice available between on-line and manual 
transaction; col. 15, lines 45-60). 
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As to claim 11, Shavit discloses the method of claim 10, wherein the step of providing the 
provisioning requests to the providers includes the substep of electronically transmitting or 
physically delivering the provisioning requests to the providers based on the determination 
(computer communication to distributor; col. 14, line 64 - col. 15, line 17; manual intercept; col. 15, 
lines 48-51). 

As to claim 12, Shavit discloses the method of claim 8, wherein the deciphering step 
includes the substep of selecting product codes corresponding to the received bundle code from 
a stored table (searching a catalog by using multiple keys suggests use of product codes (col. 15, 
lines 51-60). Additionally, it is well known in the art of which the Applicant's invention is 
concerned that catalogs display products identified by product codes. Claim 33, col.40, line 7, 
discloses use of a seller catalog, from which it can be inferred that product code identifiers are 
utilized). Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use product codes corresponding to the received bundle code identifying a 
plurality of providers such that the deciphering step includes the substep of selecting product 
codes corresponding to the received bundle code from a stored table. This is obvious because 
product codes are a well established means of identifying products and therefore it would follow 
that each of the plurality of providers in the bundle would utilize their own associated product 
codes. 
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As to claim 22, Shavit discloses a billing controller for processing requests for products 
(interactive market management system [50]; coL5, lines 17-18+; claim 1; col.37, lines 34-48) 
comprising: a receiver configured to receive identifying a customer (user profile is extracted 
from the data base upon initial access, leading to authorization of service request which evolves to 
a RFQ; col. 10, lines 1-30; col. 12, lines 54-60); a converter configured to convert portions of the 
received request into provisioning requests (converting an RFQ to an order, either as is or with 
modification; col. 13, lines 62-63); and a component configured to provide the provisioning 
request to the provider (transmitting order to distributor via authorization inquiry; col. 14, lines 1- 
4; computer communication to distributor; col.14, line 64 - col.15, line 17). However, Shavit 
does not explicitly disclose a bundle code indicating a plurality of providers for selected 
products; and converting portions of the received request into provisioning requests based on the 
code. Shavit does disclose use of a code name for selected services (col. 10, line 62). Therefore, 
it would have been obvious to one of ordinary skill in the art at the time the invention was made 
to use the code name taught by Shavit as a representation of a plurality of providers such that the 
request includes a bundle code indicating a plurality of providers for selected products; and 
converting portions of the received request into provisioning requests based on the code. This is 
obvious because the language of Shavit at col. 10, lines 61-65, states that the user may further 
include the selected service provider along with the branch to the selected service, which implies 
that a plurality of service providers are available to the user unless a specific one is designated. 
This plurality of service providers, therefore, is available through the code name for the selected 
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service and thus meets the limitation of the Applicant's claim recitation directed to a bundle code 
and use thereof. 

As to claim 23, Shavit discloses the billing controller of claim 22, wherein the converter 
includes a decoder configured to decode the bundle code to identify the plurality of providers for 
the selected products (col. 10, line 61-65). Deciphering the code name to ascertain the selected 
service, and the plurality of providers contained therein, is an obvious function of using a code 
value because the information that the code value represents will have to be extracted in order to 
be utilized. 

As to claim 24, Shavit discloses the billing controller of claim 22, wherein the component 
configured to provide the provisioning request to the provider includes storage configured to 
store information from the received request as a customer record (transactions stored; col. 1 1, 
lines 22-24; claim 28; col.39, line 25). 

As to claim 25, Shavit discloses the billing controller of claim 22, wherein the component 
configured to provide the provisioning requests to the providers includes a component 
configured to determine a means for providing each of the provisioning requests to the providers 
(choice available between on-line and manual transaction; col. 15, lines 45-60). 
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As to claim 26, Shavit discloses the billing controller of claim 22, wherein the component 
configured to provide the provisioning requests to the providers includes a transmitter 
configured to electronically transmit the provisioning requests to the providers (computer 
communication to distributor; col. 14, line 64 - col. 15, line 17). 

As to claim 27, Shavit discloses the billing controller of claim 23, wherein the decoder 
includes means for selecting product codes corresponding to the received bundle code from a 
stored table (searching a catalog by using multiple keys suggests use of product codes (col. 15, 
lines 5 1-60). Additionally, it is well known in the art of which the Applicant's invention is 
concerned that catalogs display products identified by product codes. Claim 33, col. 40, line 7, 
discloses use of a seller catalog, from which it can be inferred that product code indentifiers are 
utilized). Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use product codes corresponding to the recived bundle code identifying a 
plurality of providers such that the decoder includes means for selecting product codes 
corresponding to the received bundle code from a stored table. This is obvious because product 
codes are a well established means of identifying products and therefore it would follow that each 
of the plurality of providers in the bundle would utilize their own associated product codes. 
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As to claim 37, Shavit discloses a computer program product comprising a computer 
usable medium having computable readable code embodied therein for processing requests for 
products (interactive market management system [50]; col.5, lines 17-18+; claim 1; col.37, lines 
34-48), the compiler usable medium comprising: a receiving module configured to receive 
identifying a customer (user profile is extracted from the data base upon initial access, leading to 
authorization of service request which evolves to a RFQ; col. 10, lines 1-30; col. 12, lines 54-60); a 
converting module configured to convert portions of the received request into provisioning 
requests (converting an RFQ to an order, either as is or with modification; col. 13, lines 62-63); 
and a provisioning modtde configured to provide the provisioning request to the providers 
(transmitting order to distributor via authorization inquiry; col. 14, lines 1-4; computer 
communication to distributor; col. 14, line 64 - col. 15, line 17). However, Shavit does not 
explicitly disclose a bundle code indicating a plurality of providers for selected products; and 
converting portions of the received request into provisioning requests based on the code. Shavit 
does disclose use of a code name for selected services (col 10, line 62). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to use the code 
name taught by Shavit as a representation of a plurality of providers such that the request includes 
a bundle code indicating a plurality of providers for selected products; and converting portions 
of the received request into provisioning requests based on the code. This is obvious because the 
language of Shavit at col. 10, lines 61-65, states that the user may further include the selected 
service provider along with the branch to the selected service, which implies that a plurality of 
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service providers are available to the user unless a specific one is designated. This plurality of 
service providers, therefore, is available through the code name for the selected service and thus 
meets the limitation of the Applicant's claim recitation directed to a bundle code and use thereof. 

As to claim 38, Shavit discloses the computer program product of claim 37, wherein the 
converting module includes a module configured to decipher the bundle code to identify the 
plurality of providers for the selected products (col. 10, line 61-65). Deciphering the code name 
to ascertain the selected service, and the plurality of providers contained therein, is an obvious 
function of using a code value because the information that the code value represents will have to 
be extracted in order to be utilized. 

As to claim 39, Shavit discloses the computer program product of claim 37, wherein the 
provisioning module includes a module configured to store information from the received 
request as a customer record (transactions stored; col l 1, lines 22-24; claim 28; col. 39, line 25). 

As to claim 40, Shavit discloses the computer program product of claim 37, wherein the 
provisioning module includes a module configured to determine a means for providing each of 
the provisioning requests to the providers (choice available between on-line and manual 
transaction; col. 15, lines 45-60). 
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As to claim 41, Shavit discloses the computer program product of claim 37, wherein the 
provisioning module includes a module configured to electronically transmit the provisioning 
requests to the providers based on the determination (computer communication to distributor; 
col. 14, line 64 - col. 15, line 17). 

As to claim 42, Shavit discloses the computer program product of claim 38, wherein the 
deciphering module includes a module configured to select product codes corresponding to the 
received bundle code from a stored table (searching a catalog by using multiple keys suggests use 
of product codes (col. 15, lines 51-60). Additionally, it is well known in the art of which the 
Applicant's invention is concerned that catalogs display products identified by product codes. 
Claim 33, col.40, line 7, discloses use of a seller catalog, from which it can be inferred that 
product code indentifiers are utilized). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to use product codes corresponding to the 
recived bundle code identifying a plurality of providers such that the deciphering module includes 
a module configured to select product codes corresponding to the received bundle code from a 
stored table. This is obvious because product codes are a well established means of identifying 
products and therefore it would follow that each of the plurality of providers in the bundle would 
utilize their own associated product codes. 
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8. Any inquiry concerning this communication from the Examiner should be directed to 
Will McCarty whose telephone number is (703) 305-0625. 

9. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(703) 308-9051, (for formal communications intended for entry) 

Or: 

(703) 305-0040 (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, Arlington. VA., 
Sixth Floor (Receptionist). 




PRIMARY EXAMINER 

Will McCarty 
January 29, 2000 



